Intellectual Property: Copyright

Michael H. Cohen, JD

Tutorials and In-Class Written Assignments


Topics 1 and 2- 

Introduction to Intellectual Property Law & Industrial Property Law

History of Copyright Law and Sources of Copyright Law
1. What are the distinct areas to which intellectual property law refers?

2. Why is an international perspective important?

3. How did copyright law begin?

4. What are some of the competing interests that copyright law is trying to balance?

5. Why protect copyright?

6. Advice to Ashton*
You advise Sam Ashton, President of Victorious Software.  Ashton is marketing his new product, “Victorious Desktop Solutions” software.  Ashton chose the name “Victorious Software” for his company because he had heard of small publishing house called Victorious Press, and a software company called Victorious Arts that concentrated in CD ROMs of book titles.   

Victorious Desktop Solutions is now developing a multimedia CD ROM that includes the complete text of a novel, photographs of the author, excerpts from a movie based on the novel, and other biographical materials.  Ashton tells you he obtained a license from the owner of the copyright of the movie to use excerpts in the CD ROM.  

The CD ROM includes music from a long-deceased composer, which has been arranged for the synthesizer and performed by a friend of Ashton.

Ashton has just received a letter from Victorious Press warning him to cease and desist using the “Victorious” label; he seeks your advice concerning copyright issues.

Topic 3 - Nature of Copyright

1. What is copyright?

2. What rights does copyright provide to the author?

3. Is registration necessary for copyright protection?

4. How long does copyright protection last?

5. What does copyright not protect?

6. What categories of works are protected?

7. What is meant by the protection of “literary” works?

8.  In what sense must works be “original” to qualify for protection?

9. When does copyright law protect “compilations?” 

10. Are compilations protected by copyright law in Trinidad and Tobago?

11. How are songs protected by copyright in various jurisdictions?

Topic 4 - Authorship and Ownership of Copyright

1. Generally, who is an author?

2. What is work-for-hire and what are the three elements or requirements?

3. To what factors do courts look in establishing these elements?

4. What is the difference between assignment and licensing?

5. When are copyright owners joint owners and what are their rights with respect to one another?

6. Do courts respect freedom of contract?  Should they, when the bargaining power is skewed between the copyright holder and its assignee?

Topic 5 - Copyright Infringement
1. What exclusive rights does the holder of the copyright have, whose violation by others can lead to liability for infringement?

2. What elements must plaintiff prove for misappropriation (copyright infringement)?

3. To what factors do courts look in determining whether there infringement has indeed occurred?  Flesh out with an example or two.

4. What are performing rights?

5. What is authorizing infringement?

6. Is unauthorized storage in computers also considered infringement?  On what basis?

7. Mecklermedia has been using the name “Internet World” in the U.K. in connection with trade shows, and in the U.S. with a popular Internet magazine and two websites.  DC has organized its own trade shows in Germany and Austria using the name “Internet World;” sent out promotional materials in English; and established a German web site named internet-world. Mecklermedia sues DC for copyright infringement.  What arguments will Mecklermedia make, and with what result?

8. P, a photographer, photographed a crucial moment in a boxing match between Smith and Jones.  D then did an oil painting based on the photograph, blurring and romanticizing the moment and showing the two fighters in very different positions.  Smith won that round and the match, but D’s painting showed Jones as victorious.  What arguments will each party make, and with what result?

9. Maxwell’s operates two video stores in Pennsylvania.  They “showcase” videos “in-store” through booths in the rear, and advertise this through movie posters in the store.  Does this constitute infringement?  What arguments will each side make, and how will the court resolve the case?

10. What is secondary infringement?

11. With respect to unauthorized public performance of a copyrighted work, give examples of primary and secondary infringement, respectively. 

Topic 6 – Rights of Users of Copyright – Fair Dealing in Copyright

1. What are some of the most common “permitted acts” that serve as an exception to copyright protection?  Please give examples.

2. To what factors do courts look to determine whether there was “fair dealing” (or “fair use”)? 

3. Timothy Gullyquest, President of Oceania, wrote a memoir containing a detailed account of his decision to grant amnesty to former Oceania President Franklin Fullforge. Gullyquest licensed publication rights to the magazine Crunch, which then contracted with the weekly newspaper Tribute to publish selected excerpts of the memoir (not including the account of the amnesty decision).  Tribute staff somehow located the entire unpublished memoir, and then went ahead and published the account of the amnesty decision, without obtaining permission to do so from Crunch.  Crunch has sued Tribute for copyright infringement.  How will Tribute defend, and how should the court rule?

4. Joe Rapper “sampled” three bars of “Beach Love,” a popular song in Oceania, for his rap hit, Rappucino.  “Sampling” in the music industry refers to taking a portion of one sound recording and reusing it as an instrument or element of a new recording.  McMister, the songwriter of Beach Love and copyright owner, took offense to Joe Rapper’s practice and sued for copyright infringement.  What defense, and what result?

Topic 7 – Moral Rights
1. What four rights are considered “moral” rights?  Define each.

2. How can moral rights be waived?

3. What are moral rights called “moral rights?”

4. Beckett objects to his play Waiting for Godot being performed by female actors instead of male actors (as he wrote the play).  What result? 

5. After completing a portrait of Lady Eden, the artist Whistler was so incensed at the payment he was offered, that after cashing the check, he painted over her head with another person’s head.  Lord Eden sued to force Whistler to his original contract.  What result?

6. Famous artist Joe Blog was commissioned to paint a refrigerator, which he did and sold the commissioned piece to Martha Stew Heart, who subsequently tore off the top refrigerator panel and put it up for auction.  Blog sued; what arguments and result?

7. Monty Python’s contract with the BBC had MP write and deliver series scripts.  The contract provided that BBC had authority to make only minor changes without consulting with MP.  Further, once the BBC recorded a program, BBC could not alter the program.  MP retained all rights not expressly granted to BBC.  Subsequently, Time-Life Films acquired from BBC the rights to distribute the MP series in the U.S., and gave ABC the right to broadcast two 90-minutes specials, each containing three 30-min MP programs. ABC broadcast the first special but edited out 24 minutes in order to insert commercials.  MP sued to enjoin the second showing.   What arguments will each party make, with what result?  Assume first: (1) that the lawsuit occurs in a country that honors moral rights, and (b) that the lawsuit occurs in the U.S.

8. Mrs. Smith commissioned Joe to take photos of Mr. and Mrs. Smith on their honeymoon, including a photograph of Mr. Smith on his first day of work as Vice President of the Bank of Oceania.  Mrs. Smith then gave the photo album to her cousin Roy Blunt.  Subsequently, Mr. Smith was the subject of an unflattering series of newspaper articles in Crunch on money laundering.  Blunt and Smith had a falling out.  The editor of Crunch contacted Blunt and asked for permission to print the photo.  Blunt complied.  Both Mr. and Mrs. Smith saw the photo in the paper and sued Crunch.  What arguments will they make, and with what result?

Tutorial 8 – Folklore

1. What does folklore mean, literally, and what does it encompass?

2. What are some legal definitions of folklore?

3. What are “expressions of folklore?”

4. Why protect folklore?

5. Why do traditional means of protecting folklore fail to protect IP rights?

6.  What are the conceptual difficulties in applying IP rights to folklore (what concepts don’t work well or translate)?  Explain.
7. What do the Model Provisions for National Laws on the Protection of Expressions of Folklore provide?

8. Is folklore to developing economies what books and movies are to developed economies?
Topic 9 – Music
1. What copyright rights does a songwriter or composer have?  Explain.

2. What is the difference between licensing and clearance?

3.  Please review and comment on the following contract to produce an advertising jingo. 

COMMERCIAL MUSIC AGREEMENT^ 

AGREEMENT made this _______ day of ________________, 199__, by and between _________________________________________________ (hereinafter referred to as the "Purchaser") and _________________(hereinafter referred to as the "Licensor"). 

1.The Licensor hereby agrees to produce and deliver to the Purchaser the following radio/television commercial package under the following terms and conditions: 

The musical style of the commercial package most desired by the Purchaser can be generally described as : ROCK, POP, COUNTRY, EASY LISTENING, and/or ORCHESTRAL (Insert your style here). 

(b)The vocal style most desired by the Purchaser can be generally described as MALE VOCAL, FEMALE VOCAL, MIXED, W/BACKGROUND. (Insert style here) 

(c)The length(s) of the Commercial(s) most desired by the Purchaser is _____ seconds long. 

(d)The recommended lyrics or voice-over for the Commercial Package are as follows: 

Introduction:_______________________________________________ 

_______________________________________________ 

Bed:________________________________________________________ 

________________________________________________________ 

Exit:________________________________________________________ 

________________________________________________________ 

Additional Notes:___________________________________________ 

___________________________________________ 

2.Licensor agrees to produce and deliver to the Purchaser the above stated commercial(s) within THIRTY (30) days. 

Licensor agrees to follow as closely as possible the above stated outlines for production style and copy. 

4.Licensor shall retain all rights and copyrights to the music, melody and lyrics to the commercial. The use of the music, melody and lyrics is only to be LEASED to the Purchaser for the territory herein specified for the term of this agreement 

5.Licensor hereby warrants and represents that the music, melody, and lyrics of the commercial is new and original and does not infringe on the rights or copyrights of others. Licensor further agrees to defend Purchaser against any proceedings against him for copyright infringement. All costs of any such legal proceedings will be born entirely by the Licensor. 

6.The period of this Agreement shall be for ______ years commencing on the date first above written. Purchaser has the option to renew this Agreement THREE (3) times of a period of one year each under the sameterms as outlined in this Agreement. 

7.Licensor agrees not to license the music, melody or lyrics to this particular commercial to any other person, firm or corporation within a radius of ONE HUNDRED (100) miles of the Purchasers broadcast center. This broadcast center is defined as _____________________. 

8.Purchaser agrees not to broadcast or otherwise use the performance embodied in the commercial for any other market or region outside the aforementioned broadcast center without the express written approval of Licensor. 

9.Licensor agrees to provide Purchaser, at no additional cost, one reel-to-reel (7 1/2 IPS) version and one cassette version of the commercial package. Additional tapes may be purchased at the following rate: 

(a)Reel-to-real copies $ 15.00 each (These are examples yours can be different) 

(b)cassette copies $ 5.00 each 

(c)digital copies $ 35.00 each 

10.The term "commercial package", as used herein, is defined as the following: 

(a)one thirty second version with no vocals 

(b)one thirty second version with intro vocals 

(c)one thirty second version with outro vocals 

(d)one thirty second version with intro & outro vocals 

(e)one thirty second version with full vocals 

(f)one sixty second version with no vocals 

(g)one sixty second version with intro vocals 

(h)one sixty second version with outro vocals 

(i)one sixty second version with intro & outro vocals 

(j)one sixty second version with full vocals 

11.Transfer, sale or reassignment of this lease by Purchaser is strictly forbidden without the written express consent of Licensor. 

12.Licensor has the option at any time during the initial term of this Agreement to purchase from the Licensor all rights and copyrights to the music, melody and lyrics of this particular musical commercial. The purchase price of said rights shall be $__________. Upon payment of this amount Licensor will relinquish and release to Purchaser all rights and copyrights worldwide to the performance and ownership. 

13.Payment of Licensor by Purchaser for the commercial package herein contained shall be as follows: 

(a)A deposit of $ __________ shall be paid to Licensor at the time of execution of this Agreement; 

(b)the balance due Licensor shall be paid within TEN (10) days of the delivery and receipt by Purchaser of the completed commercial package. 

14.The agreed upon price of the commercial package is $________.00 per year for the exclusive right to use and re-use the commercial package for the specific area mentioned in Section 4 of this Agreement to be paid as outlined in Section 13 above. This price is exclusive of sales or any other taxes due payable from the sale of this license. 

THE PARTIES HERETO do hereby agree to the conditions and terms of this Agreement and have so executed by signing below. 

4. Beethoven v. Brahms
Consider this:  

Bach … took melodies … from hymns in the Lutheran hymnbook (which in many cases the Lutherans  themselves had lifted from minstrel songs and ballads.  When a friend remarked to Brahms that the finale of his First Symphony sounded a lot like the Ode to Joy from Beethoven’s Ninth, Brahms responded that “any fool can hear that.”… Handel himself was perhaps the biggest borrower of all … [though he] vastly improved whatever he took. ‘Handel took other mens’ pebbles and polished them into diamonds’ … Should that excuse the borrowing?^

Under U.S. law, copyright infringement in cases involving music requires that the plaintiff prove: (1) ownership of the copyright, and (2) that the defendant copied protected elements of plaintiff’s work.  Absent direct proof of copying, plaintiff may satisfy the second element by showing that defendant had “access” to plaintiff’s work, and that plaintiff’s work and defendant’s are “substantially similar.”

Consider not only U.S. law above but also the Bahamas Copyright Act, which provides in part:

Ch 323, s. 9: (1) By virtue of and subject to the provisions of this Act, the owner of copyright shall have the exclusive right to do or to authorize any of the following-

(a) to reproduce the copyright work in copies or phonorecords;

(b) to distribute copies or phonorecords of the copyright work to the public by sale or other transfer of ownership, or by rental or loan;

(c) to prepare derivative works based upon the copyright work;

(d)  in the case of a literary, musical, dramatic and choreographic, and motion pictures and other audiovisual works, to perform the copyright work publicly; and 

(e) in the case of a literary, musical, dramatic, choreographic, artistic works, including the individual sequence images of a motion picture audiovisual work, to display the copyright work publicly.

(2) By virtue of and subject to the provisions of this Act the author of a literary, dramatic, musical, choreographic or artistic work that is a protected work shall have in respect of such work, whether or not he is the owner of copyright in the work, the moral rights specified in Part III.

Ch323 s. 40. (1) The copyright in a work is infringed by any person who, without the licence of the copyright owner, does, or authorizes in relation to that work or any substantial part of that work, any of the acts which the copyright owner has the exclusive right to do pursuant to section 9.

                (2) Copyright in a work is infringed by a person who, without the licence of the copyright owner, imports into The Bahamas for any purpose other than for his private and domestic use, a copy or phonorecord which he knows or has reason to believe is an infringing copy or phonorecord of the work.

                (3) Copyright in a work is infringed by a person who, without the licence of the copyright owner-

                (a)           possesses in the course of a business;

                (b)           sells or rents or offers or exposes for sale or rent;

                (c)           displays in public or distributes in the course of a business;

                (d)           distributes otherwise than in the course of a business, to such an extent as to affect prejudicially the owner of copyright,

a copy or phonorecord which is, and which he knows or has reason to believe is, an infringing copy or phonorecord of the work.

                (4) Copyright in a work is infringed by a person who, without the licence of the copyright owner-

                (a)           makes;

                (b)           imports into The Bahamas;

                (c)           possesses in the course of a business; or 

                (d)           sells or rents or offers for sale or rent,

a machine or device specifically designed or adapted for reproducing copies or phonorecords of that work, knowing or having reason to believe that it is to be used to make infringing copies or phonorecords. 

                (5) Copyright in a work is infringed by a person who, without the licence of the copyright owner, transmits the work, knowing or having reason to believe that infringing copies or phonorecords of the work will be made by means of the reception of the transmission in The Bahamas or elsewhere.

                (6) Where the copyright in a literary, dramatic, choreographic or musical work is infringed by a performance at a place of public entertainment, any person who gave permission for that place to be used for the performance is so liable for the infringement unless when he gave permission he believed on reasonable grounds that the performance would not infringe copyright.

                (7) Where copyright in a work is infringed by a public performance of the work or by the performance of the work in public by means of a machine or device for performing sound recording or motion pictures and other audiovisual works, or receiving visual images or sounds conveyed by electronic means, the persons specified in subsection (8) are also liable for the infringement.

Ch. 323 s. 41. (1) An infringement of copyright shall be actionable at the suit of the copyright owner; and subject to the provision of this section, any action for such infringement all such relief by way of damages, injunctions, accounts or otherwise, shall be available to the plaintiff as is available in respect of the infringement of other proprietary rights.

                (2) Except as otherwise provided by this Act, an infringer of copyright is liable for either-

                (a)           the copyright owner's actual damages and any additional profits of the infringer, as provided in subsection (3)(a); or

                (b)           statutory damages, as provided in subsection (3)(b).

                (3) The damages referred to in subsection (2) are as follows-

                (a)           the copyright owner is entitled to recover the actual damages suffered by him as a result of the infringement, and any profits of the infringer that are attributable to the infringement and not taken into account in computing the actual damages; and in establishing the infringer's profits, the copyright owner is required to present proof only of the infringer's gross revenue, and the infringer is required to prove his deductible expenses and the elements of profit attributable to factors other than the copyright work;

                (b)           except as provided by paragraph (c), the copyright owner may elect, at any time before final judgment is rendered, to recover, instead of actual damages and profits, an award of statutory damages for all infringements involved in the action, with respect to any one work, for which any one infringer is liable individually, or for which any two or more infringers are liable jointly and severally, in a sum of not less than one thousand dollars or not more than twenty thousand dollars as the court considers just; and for the purposes of this subsection, all the parts of a compilation or derivative work constitute one work;

                (c)           in a case where the copyright owner sustains the burden of proof and the court finds that infringement was committed wilfully, the court in its discretion may increase the award of statutory damages to a sum of not more than fifty thousand dollars; and in a case where the infringer sustains the burden of proof and the court finds that such infringer was not aware and had no reason to believe that his acts constituted an infringement of copyright, the court in its discretion may reduce the award of statutory damages to a sum of not less than five hundred dollars;

                (d)           the court shall remit statutory damages in any case where an infringer believed that his use of the copyright work was a fair dealing under section 60, if the infringer was an employee or agent of a non-profit educational establishment, public library, or Department of Archives acting within the scope of his employment who, or such institution, library, or archives itself which, infringed by reproducing the work in copies or phonorecords.

                (4) Where in an action for infringement of copyright it is shown that at the time of the infringement the defendant did not know and had no reason to believe that copyright subsisted in the work to which the action relates, then, the plaintiff is not entitled to statutory damages against him, but without prejudice to any other remedy.

                (5) In any civil action under this Act; the court in its discretion may allow the recovery of full costs by or against any party other than by or against the Government or any officer thereof.

                (6) In any civil action under this Act, the court in its discretion may award reasonable counsel and attorney's fee to the prevailing party as part of the cost granted by the court under subsection (5).


Please also consider some of the exceptions to liability, including:

Research and private study and teaching

Ch. 323 s. 58. (1) Subject to section 60, fair dealing with a copyright work, including such use by reproduction in copies or phonorecords for purposes such as research, private study, scholarship or teaching does not infringe copyright in the work.

                (2) For the purposes of subsection (1), teaching shall mean instruction at an educational establishment.

Criticism, review and reporting

Ch.323 s.59. (1) Subject to section 60, fair dealing with a protected work-

                (a)           for purposes of criticism, comment, parody or review; or

                (b)           for the purpose of reporting current events,

does not infringe copyright in the work so long as it is accompanied by sufficient acknowledgement.

                (2) No acknowledgement is required in connection with the reporting of current events by means of a sound recording or audiovisual work.

Determining fair dealing

Ch. 323 s.60. For the purpose of determining whether an act done in relation to a work constitutes fair dealing, the court determining the question shall take account of all factors which appear to it to be relevant, including-

                (a)           the nature of the work in question;

                (b)           the amount and substantiality of that part of the work affected by the act in relation to the whole of the work;

                (c)           the purpose and character of the use, including whether such use is of a commercial nature or is for non-profit educational purposes; and

                (d)           the effect of the act upon the potential market for, or the commercial value of, the work.


Questions
1. Is the borrowing ‘excusable’ under U.S. law?

2. Is it excusable under Bahamian law?

3. Would such borrowing fit within any of the exceptions to infringement under the Copyright Act described above? 

4. Is the borrowing of the classical composers morally (if not legally) excusable?  Can these two categories (ethics and law) be separated? What would have happened had contemporary notions of copyright and infringement been applied to the classical musicians?  Are our notions of copyright infringement inappropriate, with the current propensity in the music industry toward infringement litigation unnecessarily curtailing artistic freedom?

Topic 10 – Remedies
1. What remedies are typically afforded to one who successfully proves copyright infringement?

a)

b)

c)

d)

e)

2.  What are two different ways to measure damages from infringement? 

3. Is state of mind a defense to infringement?

4. What are some additional defenses to a case of infringement?

Topic 11 – Treaties
1. What is “national treatment?”

2. What is the advantage of multilateral treaties over bilateral treaties?

3. Given the existence of multilateral treaties, what role to bilateral treaties and regional arrangements still play?

4. Please review the following treaties:

Agreement on Trade Related Aspects of Intellectual Property Rights, Including Trade in Counterfeit Goods (TRIPS)

Berne Convention for the Protection of Literary and Artistic Works

Rome Convention for the Protection of Performers, Producers of Phonograms and Broadcasting Organizations (1961)

Universal Copyright Convention as revised at Paris on 24 July 1971 

WIPO Performances and Phonograms Treaty (1996)

In order to understand essential provisions of the key international agreements, let’s lay out some of the important terms.

TRIPS

1. What does the acronym TRIPS stand for?

2. Of what larger agreement is TRIPS part?

3. According to the first clause of the preamble, what are the purposes of TRIPS? 

4. What is the significance of Art. 1, cl. 1? 

5. What is the significance of Art. 1, cl. 3?

6. What does “national treatment,” in Art. 3, mean?

7. What does “most-favoured nation,” in Art. 4, mean?
8. What does Art. 9, cl. 1 require of each Member? 

9. What limitation does Art. 9, cl. 2 provide?

10. What remedies to Art. 44-46 authorize?

11. How does Art. 70, cl. 1 limit the Agreement’s protection?  

Berne Convention

1. According to Art. 1, what does the Berne Convention protect?
2. Under Art. 3, cl. 1, who does the Convention protect?
3. What is the significance of Article 5?
4. What is the significance of Article 6bis?
5. Go back to TRIPS, Art. 9, cl. 1: how does it exclude rights under the Berne Convention?
6. What does Art. 20 establish?
7. When did the Bahamas become a party to the Berne Convention?
UCC
1. For what does the acronym stand?

2. What are the Convention’s purposes, according to the Preamble?

3. According to Art. I, what works are protected?

4. What kind of protection is afforded, according to Art. II, clause 1?

5. When did the Bahamas become a party to the Convention?

WIPO Copyright Treaty
1. For what does the acronym WIPO stand?

2. According to the preamble, what is the treaty’s purpose?

3. According to Art. 1, s. 1, how does the treaty relate to the Berne Convention?

4. According to Art. 2, 4, and 5, what does the treaty protect and fail to protect?

5. Does the WIPO Copyright Treaty apply to the Bahamas?

WIPO Performances and Phonograms Treaty

2. Who is this treaty designed to protect?

3. According to Art. I, how does this treaty relate to the Rome Convention and affect existing copyright obligations?

4. Under Art. 3, cl. 1, who are the designated beneficiaries of the treaty?

5. What does Art. 4, cl. 1 say about national treatment?

Rome Convention
1. How does Art. 1 affect existing copyright protection?

2. Under what conditions does the Convention grant national treatment?

3. Under Art. 14, how long is the term of protection granted?

Please fill in the following chart:

	
	TRIPS
	Berne Convention
	UCC
	WIPO Copyright Treaty
	WIPO Performances and Phonograms Treaty
	Rome Convention

	Date signed.
	
	
	
	
	
	

	Generally affords “national treatment” (Y/N).
	
	
	
	
	
	

	Sets minimum standards (Y/N)
	
	
	
	
	
	

	To which other agreements to signatories automatically agree?
	
	
	
	
	
	

	Has the Bahamas signed/acceded/adopted?
	
	
	
	
	
	

	
	
	
	
	
	
	


Further Problems
1. D, a German phonogram (sound recording) distributor, marketed in Germany a CD containing a recording, made without the singer’s consent, of a concert given in the U.S. by Phil Collins, a British national.  Collins sued in Germany for an injunction. 
According to the German Copyright Act, performances by German artists are protected from unauthorized distribution and reproduction irrespective of the place of performance. Foreign performances cannot avail themselves of German protections where performance is given outside Germany. The German court referred the issue to the Court of Justice of the European Communities, which turned to the European Union (EU) Treaty, a treaty setting forth a principle of non-discrimination among EU nationals.  Is Collins likely to win?

2. Several European countries (including the U.K.) provide a set amount of compensation to book publishers or authors for the repeated borrowing of their books from public libraries. Some of these countries accord this “public lending right” (PLR) only to their nationals. What argument could be made that PLR should equally be extended to non-nationals?

* Adapted from Intellectual Property Basics: A Practical Guide to Intellectual Property Issues (Boston: MCLE, 2000).


^  from http://www.musicdish.com/issue/990506/jingle.htm.


^ From Brown & Denicola, Copyright (9th ed, Foundation Press, 2005), 225-226.
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